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A copy of U.S 


Patent No. 6,248,946 issued to Dwek. 


B. 


A copy of U.S 


Patent No. 6,587,127 t 


o Leeke et al. 


C. 


A copy of U.S 


Patent No. 6,389,467 1 


oEyal. 


D. 


A copy of U.S 


Patent No. 5,987,103 t 


o Martino. 


E. 


A copy of U.S 


Patent No. 6,601,237 t 


o Ten Kate. 


F. 


A copy of U.S 


Patent No. 6,470,356 1 


o Suzuki. 


G. 


A copy of U.S 


Patent No. 5,953,005 1 





I. REAL PARTY IN INTEREST 

The inventor of the above-noted patent application has assigned all respective rights in 
relation to the above-noted patent application, including any resulting patent, to U.S. West, Inc., a 
Delaware corporation formerly with a place of business in Denver, Colorado, in the Assignment 
that was recorded at the U.S. Patent Office on March 2, 2000 at Reel 010665, Frame 0172. The 
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above-noted patent application, including any resulting patent, was then assigned by U.S. West, Inc. 
to Qwest Communications International Inc., a Delaware corporation with a place of business in 
Denver, Colorado, in the Assignment that was recorded at the U.S. Patent Office on September 25, 
2000 at Reel 010814, Frame 0339. Therefore, Qwest Communications International Inc. is the real 
party in interest in this appeal. 
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II. RELATED APPEALS AND INTERFERENCES 

Appellant, Appellant's legal representative, the assignee of the above-noted patent 
application, and the named inventors for the above-noted patent application are all unaware of any 
appeal(s) or interference(s) which will directly affect, be directly affected by, or have a bearing on 
the Board's decision in the pending appeal. 
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IE. STATUS OF CLAIMS 

The status of the claims is as follows: 

1 . Claims pending: 1 - 7, 9 - 1 4 and 1 6 - 20; 

2. Claims rejected: 1 - 7, 9 - 14 and 16 - 20. 
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IV. 



STATUS OF AMENDMENTS (37 CFR § 1.192(c)(4)) 



The Applicant filed U.S. Patent Application No. 09/517,613 on Mar. 2, 2000. The 
application contained 19 total claims, 2 of which (Claims 1 and 10) were independent claims. The 
Applicant received a first Non Final Office Action, mailed November 21, 2002, wherein Claims 1 - 
7 and 9 were rejected under 35 U.S.C. § 102(e) being as anticipated by U.S. Patent No. 6,389,467 
(issued May 14, 2002; hereafter "Eyal"). Claims 8, 10, 12, and 14- 19 were also rejected under 35 
U.S.C. § 103(a) as being unpatentable over Eyal in view of U.S. Patent No. 5,987,103 (issued Nov. 
1 6, 1 999; hereafter "Martino"), and Claim 1 3 was rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Eyal in view of Martino and further in view of U.S. Patent No. 6,470,356 (issued 
Oct. 22, 2002; hereafter "Suzuki"). Claim 1 1 was not explicitly rejected but was addressed in the 
rejections of Claims 8, 10, 12, and 14-19. The Applicant filed an Amendment and Response on 
Feb. 20, 2003, amending Claims 6, 12, 1 5, and 19 to address informalities and to argue the 
distinctions in the claims as compared to Eyal as well as combinations of Eyal with Martino and 
Suzuki. 

The Applicant received a Final Office Action on June 2, 2003 maintaining the above 
rejections. The Applicant subsequently filed a response on Nov. 3, 2003 again arguing the 
distinctions in the claims as compared to Eyal as well as combinations of Eyal with Martino and 
Suzuki, particularly with respect to lack of teachings of Eyal's provisional patent application from 
which the rejections are based. The Examiner, thereafter, mailed an Advisory Action to the 
Applicant stating that the Applicant must submit Eyal's provisional patent application to the 
Examiner and proof that Eyal "does not teach or suggest the specifications that are similar to the 
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Applicant's invention" in spite of the Examiner's duty to do so. 37 C.F.R. § 1 .104(a)(1). After the 
Applicant submitted Eyal's provisional patent application, the Examiner issued a second Advisory 
Action stating that the provisional patent application does teach portions of the Applicant's claims. 
Subsequently, the Applicant submitted a first Request for Continued Examination ("first RCE") 
with a Declaration under 37 C.F.R. § 1.131 swearing behind the Eyal reference. 

In the ensuing Non Final Office Action, mailed June 1 8, 2004, the Examiner rejected 
unamended Claims 1 and 16 for the first time under 35 U.S.C. § 1 12, first paragraph, Claim 16 for 
the first time under 35 U.S.C. § 1 1 2, second paragraph, Claims 1 - 1 1 , 1 3 - 1 5, 1 7 and 1 8 under 35 
U.S.C. § 102(e) as being anticipated by U.S. Patent No. 6,587,127 (issued July 1, 2003; hereafter 
"Leeke"), and Claims 12 and 19 under 35 U.S.C. § 103(a) as being unpatentable over Leeke in view 
of Martino without once addressing the Applicant's Declaration. The Examiner also objected to the 
drawings under 37 C.F.R. § 1 .83(a) for failing to show every feature of the invention specified in 
the claims. The Examiner then summarily stated that the "Applicant's arguments with respect to 
Claims 1-19 have been considered but are moot in view of the new grounds of rejection". In 
response, the Applicant amended Claims 1, 10, and 16 and canceled Claim 15 to address the 
Examiner's rejections and objection, on September 20, 2004. The Applicant then received a Final 
Office Action, mailed Feb. 25, 2005, in which the Examiner rejected Claims 1 - 11, 13, 14, 17 and 
18 under 35 U.S.C. § 102(e) as being anticipated by Leeke, Claims 12 and 19 under 35 U.S:C. § 
103(a) as being unpatentable over Leeke in view of Martino, and Claim 16 under 35 U.S.C. § 
103(a) as being unpatentable over Leeke in view of U.S. Patent No. 6,601 ,237 (issued July 29, 
2003; hereafter "Ten Kate"), stating again that the Applicant's arguments are moot based on the 
new grounds for rejection this time, however, using essentially the same references. In response, 
the Applicant filed a second Request for Continued Examination ("second RCE"), amended Claims 
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I , 2, 4 - 1 0, added Claims 20 and 21 , and argued the distinctions in the claims as compared to Leeke 
on June 27, 2005. 

The Applicant's received a Non Final Office Action, mailed on Sept. 19, 2005, wherein the 
Examiner again objected to the drawings under 37 C.F.R. § 1.83(a), objected to Claim 8, rejected 
Claim 21 under 35 U.S.C. § 1 12, first paragraph, for failing to comply with the written description 
requirement. The Examiner also rejected Claims 1 - 9 under 35 U.S.C. § 102(e) as being 
anticipated by U.S. Patent No. 6,248,946 (issued June 19, 2001 ; hereafter "Dwek") although 
referenced as U.S. Patent No. 5,953,005 (issued Sept. 14, 1999). The Examiner also rejected 
Claims 10, 1 1, 13, 14, 17, 18, 20 and 21 under 35 U.S.C. § 103(a) as being unpatentable over Dwek 
in view of Leeke. In the Non Final office action, mailed on September 19, 2005, the Examiner also 
issued a "Second Office Action" wherein Claims 1 - 5, 8, and 9 were rejected under 35 U.S.C. § 
102(e) as being anticipated by "Liu", a reference not cited in "Notice of References Cited" form 
PTO-892 as required. In this Second Office Action, the Examiner also rejected Claims 6, 7, and 10, 

II, 13, 14, 17, 18, 20 and 21 under 35 U.S.C. § 1 03(a) as being unpatentable over "Liu" in view of 
Leeke. In the Applicant's response thereto, filed on Dec. 19, 2005, the Applicant amended Claims 
1, 2, 10, 20, and 21, argued the distinctions in the claims as compared to U.S. Patent No. 5,953,005 
which is issued to a "Liu", and argued substantively that the Nov. 3, 2003 Affidavit under 37 C.F.R. 
§ 1.131 swearing behind the Eyal reference was also effective at swearing behind the Dwek 
reference. 

The Examiner then issued a Final Office Action, mailed on March 13, 2006, stating, for the 
first time and four Office Actions later, that the Applicant's Nov. 3, 2003 Affidavit under 37 C.F.R. 
§ 1.131 was ineffective at swearing behind either Eyal or Dwek. The Examiner also objected to the 
drawings under 37 C.F.R. § 1 .83(a) for failing to show every feature of the invention specified in 
the claims. The Examiner also objected to Claim 8 under 37 C.F.R. § 1.75(c) as being improper 



dependent form for failing to further limit the subject matter of a previous claim. The Examiner 
then rejected Claim 2 under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written 
description requirement. Claims 1 - 9 were also rejected under 35 U.S.C. § 102(e) as being 
anticipated by Dwek, wherein the Examiner incorrectly stated the Applicant's diligence requirement 
for an affidavit under 37 C.F.R. §1.131. The Examiner also rejected Claims 10, 11, 13, 14, 17, 18, 
20, and 21 under 35 U.S.C. § 1 03(a) as being unpatentable over Dwek in view of Leeke and in 
further view of Eyal. The Examiner rejected Claims 12 and 19 under 35 U.S.C. § 103(a) as being 
unpatentable over Dwek, Leeke, and Eyal as applied to Claims 10 and 1 1 and in further view of 
Martino. The Examiner also rejected Claim 16 under 35 U.S.C. § 103(a) as being unpatentable over 
Dwek, Leeke, and Eyal as applied to Claims 10 and 13 and in further view of Ten Kate. 

In the March 13, 2006 Final office action, the Examiner again issued an unusual "Second 
Office Action" in which the Examiner rejected Claims 1 - 5, 8, and 9 under 35 U.S.C. § 102(e) as 
being anticipated by Liu, the uncited reference. In the Second Office Action, the Examiner also 
rejected Claims 6 and 7 under 35 U.S.C. § 103(a) as being unpatentable over Liu in view of Leeke. 
Claims 10, 11, 13, 14, 17, 18, 20, and 21 were also rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Liu in view of Leeke and in further view of Eyal. The Examiner also rejected 
Claims 12 and 19 under 35 U.S.C. § 103(a) as being unpatentable over Liu, Leeke and Eyal as 
applied to Claims 10 and 1 1 and in further view of Martino. Additionally, the Examiner rejected 
Claim 16 under 35 U.S.C. § 103(a) as being unpatentable over Liu, Leeke, and Eyal as applied to 
Claims 10 and 13 and in further view of Ten Kate. In the Applicant's response, filed June 12, 2006, 
the Applicant cancelled Claim 8 and withdrew Claim 21 to render the Examiner's objections moot. 
The Applicant traversed all of the Examiner's remaining rejections. The Examiner mailed an 
Advisory Action on July 27, 2006 stating that the application was still not in condition for 
allowance while repeating the same incorrect logic and arguing a reference that has not been 
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properly cited. A Notice of Appeal was filed by Applicants on Aug. 1 1, 1006 and this Appeal Brief 
is the result thereof. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 
Claim Group A: Claims 1 - 7, 9- 14, 16- 19 and 20. 

Generally, the present invention (Claim Group A) relates to computer software that retrieves 
multimedia files, such as digital music files and digital video files, from the internet. The software 
includes various modules that allow a user to select multimedia files, search the internet for the 
multimedia file selections, and download those files to the user's computer. (FIG. 1 and page 6, 
line 16 - page 6, line 8. This software also has a scheduling feature that allows the user to schedule 
the time in which a particular multimedia file selection is to be downloaded. (FIG. 6 and page 1 2, 
lines 17-22). For example, the multimedia file selection may be a live streaming video broadcast, 
such as television event or live concert, scheduled at a time which the user will not have access to a 
computer. The selection interface module may download the scheduling information associated 
with the selected multimedia file such that the file may be automatically downloaded while the user 
is away. Additionally, the software enables multimedia selections based on multimedia category, 
such as a music genre (page 9, lines 16 - 22) and can be configured as a plug- in to a web browser 
(page 7, line 1 6 - page 8, line 2). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1 . Claims 1 - 7 and 9 have been rejected as unpatentable under 35 U.S.C. § 102(e) over 
Dwek (i.e., U.S. Patent No. 6,248,946). 

2. Claims 10, 11, 13, 14, 17, 18, and 20 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Dwek in view of Leeke (i.e., U.S. Patent No. 6,587,127) and in further 
view of Eyal (i.e., U.S. Patent No. 6,389,467). 
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3. Claims 12 and 19 have been rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Dwek, Leeke, and Eyal and in further view of Martino (i.e., U.S. Patent No. 5,987,103). 

4. Claim 16 has been rejected under 35 U.S.C. § 103(a) as being unpatentable over Dwek, 
Leeke, Eyal, and in further view of Ten Kate (i.e., U.S. Patent No. 6,601,237). 

5. Claims 1 - 5, and 9 have been rejected as unpatentable under 35 U.S.C. § 102(e) over 
"Liu", an uncited reference. 

6. Claims 6 and 7 have been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
"Liu" in view of Leeke. 

7. Claims 10, 11, 13, 14, 17, 18, and 20 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over "Liu" in view of Leeke and in further view of Eyal. 

8. Claims 12 and 19 have been rejected under 35 U.S.C. § 103(a) as being unpatentable 
over "Liu", Leeke, and Eyal and in further view of Martino. 

9. Claim 16 has been rejected under 35 U.S.C. § 103(a) as being unpatentable over "Liu", 
Leeke, Eyal, and in further view of Ten Kate. 



VII. ARGUMENTS 
Claim Group A 

The Examiner rejected Claims 1-7, and 9 as being anticipated by Dwek with Claims 1 - 4 
and 9 being anticipated by the uncited Liu as well. The Examiner rejected Claims 1 0 - 1 4, 1 6 - 1 9, 
and 20 as being obvious over various combinations of Dwek with Leeke, Eyal, Martino, and/or Ten 
Kate. Additionally, the Examiner rejected Claims 10-14, 16 - 19, and 20 as being obvious over 
various combinations of "Liu" with Leeke, Eyal, Martino, and/or Ten Kate. 

Regarding Dwek and Eyal, each of the rejected claims is believed to be patentable over 
these references because the Applicant, on Nov. 3, 2003, submitted a 37 CFR § 1.131 Declaration 
(the "Declaration") swearing behind Eyal. Eyal has an effective filing date of Jan. 24, 2000 based 
on a U.S. Provisional Patent Application No. 60/177,786. The Applicant's Declaration included, as 
evidence, an internal invention disclosure form dated Mar. 11,1 999 coupled with diligence, thereby 
effectively swearing behind Eyal. The Applicant's declaration is also effective at swearing behind 
the later cited Dwek because Dwek has an effective filing date of only Mar. 1, 2000 - one day prior 
to the Applicant's filing date. 

Diligence is only required from a date prior to the effective date of a reference to the filing 
of the Applicant's patent application. 37 C.F.R. § 1.131(b). In this case, the Declaration showed 
the patent attorney's diligence in preparing a patent application from a date prior to the effective 
date of Eyal (Jan. 24, 2000) to the filing date of the present application (i.e., Mar. 2, 2000), a period 
of roughly 5 weeks. In response, the Examiner (Mr. David England) stated that the "Applicant's 
arguments with respect to Claims 1-19 have been considered but are moot in view the new 
ground(s) of rejection". Since no amendments were made to the claims when the Declaration was 
filed, the Examiner's next Office Action clearly lead the Applicant to believe that the declaration 
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was effective in removing Eyal as a reference. Later, when Dwek was cited, the Applicant's argued 
that the Declaration was already effective at swearing behind Dwek. The same Examiner then, for 
the first time, stated that the declaration was ineffective and reinstated Eyal as prior art. This begs 
the question, if the declaration was ineffective, why were there new grounds for rejection. Clearly, 
there should not have been because of the Examiner's duty to make a thorough examination and the 
Examiner should have again finally rejected the claims. 37 CER § 1 . 1 04; see also, MPEP § 700. In 
other words, the Examiner would not need additional art to reject the claims if the declaration was 
ineffective and he should have stated so in the following office action - not three office actions 
later. 

Regardless, the Examiner stated that diligence had not been shown because he incorrectly 
interprets the requirement for diligence as being established from the date of the Applicant's 
invention disclosure form (i.e., Mar. 11, 1999) to the date of filing. As stated above, diligence is 
only required from a date before the effective date of a reference to the filing of the Applicant's 
patent application. 37 C.F.R. § 1.131(b) (The showing of facts shall be such.. .to 
establish.. .conception of the invention prior to the effective date of the reference coupled with due 
diligence from prior to said date... to the filing of the application). 

In the declaration, the Applicant's patent attorney, Mr. Kenneth J. Johnson, swore that he 
prepared a patent application on December 28, 1999, a date that is prior to both Dwek and Eyal and 
clearly visible in the evidenced correspondence to the inventor. From that time to the date of filing, 
Mr. Johnson stated that he received feedback from the inventors about the patent application in 
January or early February 2000 (item 6 of the declaration), made corrections thereto on February 9, 
2000 (item 7 of the declaration), prepared formal documents on February 21 , 2000 (item 8 of the 
declaration), received the formal documents from the inventors on February 28, 2000 (item 9 of the 
declaration) and filed the application on March 2, 2000. Each of these facts clearly illustrate 
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diligence and were supported with evidence also submitted with the Declaration. The Examiner 
stated that there is "almost a year from the last known correspondence to the filing of the 
Applicant's Application." This is simply not true. The last known correspondence from Mr. 
Johnson to the inventor prior to the filing of the patent application was, in fact, only 1 0 days. The 
Applicant maintains that the declaration coupled with the associated evidence fully establishes 
diligence from December 28, 1999 (i.e., prior to the two referenced filing dates) through the filing 
of the present application on March 2, 2000 (i.e., period of just over 2 months). 

The Examiner also stated that the "Applicant has not in anyway proved that the teachings in 
the information filed in the declaration under 37 C.F.R. § 1.131 teaches what is stated in their claim 
language as stated now nor is there any comparison to what was taught by the Applicant in said 
documents, just mere allegations". The Applicant has shown the Examiner specific teachings in the 
invention disclosure form where the claims are supported. For example, the Applicant recites 
"software running at the centralized web site" (i.e., the claimed processing module) on page 3 of the 
invention disclosure form that "will organize the data received from the web sites by category". 
The Applicant also discloses "a program guide" (i.e., the claimed selection interface) on page 3 of 
the invention disclosure form to select a broadcast program and a "player" (i.e., the claimed file 
download service) on pages 4 and 5 that receives a broadcast program for viewing on a computer. 
Scheduling of these programs as claimed is described on page 3 of the invention disclosure form. 

Although these elements may have names that differ from the elements recited in the claims, 
there is no requirement that every word in a claim be identical to that disclosed in an information 
disclosure form. The only requirement must be that one skilled in the art would know how to make 
and use the invention without undue experimentation upon reading information disclosure form. 
The Applicant respectfully submits that one skilled in the art of software engineering would be 
enabled by the subject matter contained in the Applicant's invention disclosure form to make and 
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use the invention without undue experimentation upon reading the information disclosure form. 
Because the Applicant's invention disclosure form exhibited in the Declaration properly supports 
the claims and because this invention disclosure form predates both Dwek and Eyal and diligence 
during the appropriate period has been established, the Applicant believes that the Declaration 
effectively swears behind each of the cited references. Since the Declaration effectively swears 
behind the Dwek and Eyal references, Claims 1,10, and 20 are patentable over these references. 
Since independent Claims 1 , 10, and 20 are patentable over either Dwek or Eyal, the dependent 
claims (i.e., Claims 2 - 7, 1 1 - 14, and 1 6 - 1 9) are patentable as well. 

Regarding Liu (i.e., the "Second Office Action"), the Applicant addresses the rejections 
associated with Claims 1-5 and 9 since the remaining rejections rely on Eyal, which the Applicant 
maintains is not prior art based on the submitted Declaration. The Examiner did not explicitly reject 
Claims 1 - 4 and 9 under 35 U.S.C. § 102(e). Rather, the Examiner only provided a quote of 35 
U.S.C. § 102(e) and stated afterwards that Liu teaches various elements Applicant's claims. 
Additionally, the Examiner failed to properly.cite Liu as a reference by including, for example, the 
number and date, and name of the patentee. See e.g., 37 CFR § 1.104 andM.P.E.P. § 707.05. A 
simple search of the Patent Office patent database revealed that there are 9,407 patents having 
inventors with the name of Liu. Since the Applicant cannot be expected to search all of these 
patents to understand the applicability of "Liu" to rejected claims, the Applicant demanded a new 
Office Action to address the applicability of Liu. The Examiner never provided the requested 
information. 

However, in a previous Non Final Office Action mailed on Sept. 1 9, 2005, the Examiner 
used Dwek to reject Claims 1 - 9 under 35 U.S.C. 102(e), while incorrectly referring to Dwek as 
U.S. Patent No. 5,953,005 (issued Sept. 14, 1999 to "Liu"). Even though U.S. Patent No. 5,953,005 
has never been properly cited in a PTO form 892, the Applicant attempted to address this reference 
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and show clear distinctions between the Applicant's claims and the reference. When the Examiner 
later on relied upon "Liu" in a Final Office Action mailed Mar. 13, 2006, the Applicant could only 
assume that "Liu" meant U.S. Patent No. 5,953,005. Even assuming that U.S. Patent No. 5,953,005 
is "Liu", the Applicant's claims clearly distinguish over this reference. For example, U.S. Patent 
No. 5,953,005 teaches an online karaoke system from which a user may select songs, but nowhere 
does U.S. Patent No. 5,953,005 teach any type of scheduling for the availability of a multimedia 
file. In fact, U.S. Patent No. 5,953,005 does not once use any form of the word schedule. Nor does 
U.S. Patent No. 5,953,005 teach searching a data network for a multimedia file, let alone returning 
information pertaining to location of a multimedia file. U.S. Patent No. 5,953,005 simply does not 
teach that which the Applicant claims. Accordingly, Claims 1, 10, and 20 are patentable over U.S. 
Patent No. 5,953,005. 

Since independent Claims 1, 10, and 20 are patentable over U.S. Patent No. 5,953,005, the 
dependent claims (i.e., Claims 2 - 7, 1 1 - 14, and 16 - 19) are patentable as well. However, the 
distinctions of the Applicant's claims over U.S. Patent No. 5,953,005 do not stop at the independent 
claims. In Claim 5, the Applicant recites that the software of the Group A Claims may be 
implemented as a "plug-in" to a web browser. The Examiner states that U.S. Patent No. 5,953,005 
teaches such, but U.S. Patent No. 5,953,005 only teaches "applets" at the location referenced in the 
Examiner's rejection. Those skilled in the art understand that a "plug-in" is a computer program 
that interacts with a main application, such as a web browser or an email program to provide the 
main application with a certain, usually very specific, function. An applet, on the other hand, is 
software that runs in another software program but does not provide the other software program 
with any additional features. Since, U.S. Patent No. 5,953,005 does not teach the Appicant's 
claimed plug- in, Claim 5 is patentable over this reference. 
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VIII. CLAIMS APPENDIX 

1. A system for automatically retrieving and playing multimedia files, comprising: 
a network access interface through which access to a data network may be attained; 

a processing module configured to search the data network for a first multimedia file and to 
return information including an identifier of said first multimedia file, a first location of said first 
multimedia file and a first datum relating to a first schedule of the availability of said first 
multimedia file, wherein said processing module is further configured to categorize said first 
multimedia file and create first categorization information relating to said first multimedia file; 

wherein said processing module is configured to search the data network for a second 
multimedia file and to return information including a second identifier of said second multimedia 
file, a second location of said second multimedia file and a second datum relating to a second 
schedule of the availability of said second multimedia file, wherein said processing module is 
further configured to categorize said second multimedia file and create second categorization 
information relating to said second multimedia file; 

wherein said processing module, said first location, and said second location are situated 
within distinct domains within the data network; 

a selection interface in communication with said processing module which provides for 
presentation of the returned information, and is configured to receive and process a selection for 
accessing a selected multimedia file from the data network and compile a download schedule; and 

a file download device in communication with the selection interface which, based on the 
download schedule, automatically accesses said first multimedia file at said location through said 
network access interface and downloads the selected multimedia file. 

2. The system of claim 1 further including a centralized location on the data network 
employable to search the data network for the second multimedia file, receive information including 
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the second identifier of said second multimedia file, the second location of said second multimedia 
file, the second datum relating to the second schedule of availability of said second multimedia file 
and the second categorization information relating to said second multimedia file, and provide said 
second categorization information to the processing module. 

3. The system of claim 1 wherein the data network is the Internet. 

4. The system of claim 1 wherein the interface, processing module, selection interface, 
and download device are configured on a persona] computer. 

5. The system of claim 1 wherein at least one of: the processing module, the selection 
interface, and the file download device are configured as plugins in a web browser installed in the 
personal computer. 

6. The system of claim 1 wherein the selection interface includes at least one of: 

a first selection for real time play of said first multimedia file which is downloaded; and 
a second selection for storing in a memory said first multimedia file which is downloaded in 
memory. 

7. The system of claim 1 wherein an interface is provided for restricting categories of 
multimedia files to be presented by the selection interface. 

9. The system of claim 6 wherein the system includes a media player for playing said 
first multimedia file in real time. 

10. A method of retrieving multimedia files over a data network from a remote site in 
connection with the data network, comprising the steps of: 

providing a central processor for searching a plurality of multimedia websites for a plurality 
of multimedia files and a schedule of the availability of said plurality of multimedia files 
categorizing said plurality of multimedia files, and creating a listing containing information relating 
to said plurality of multimedia files; 
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wherein said plurality of multimedia websites searched comprise at least two websites in 
distinct domains of the data network; 

presenting an interactive interface which includes the listing and through which individual 
selections may be made for downloading the multimedia files from at least one of the plurality of 
multimedia websites; 

receiving an input through the interactive interface selecting a particular number of the 
plurality of multimedia files from the listing; 

compiling a download schedule based on the received input, wherein the schedule includes a 
description of the multimedia file selected, day and time for the download, and download 
information, including the domain; and 

based on the input received through the interface, accessing and downloading over the data 
network, the selected multimedia files from the selected multimedia websites. 

1 1 . The method of claim 1 0 further comprising at least one of the following additional 

storing the multimedia files in memory; and 
playing the selected multimedia files. 

1 2. The method of claim 1 1 wherein only a predetermined number of multimedia files 
may be stored in memory. 

1 3. The method of claim 1 0 wherein the multimedia files are retrieved according to a 
time schedule. 

14. The method of claim 1 0 wherein the data network is the Internet. 

1 6. The method of claim 1 3 wherein any scheduling conflicts between the downloading 
of multimedia files are detected and the downloading is rescheduled as necessary to resolve 
conflicts. 
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17. The method of claim 10 wherein the listing is created based on topical categories. 

18. The method of claim 17 wherein the topical categories are amended based on the 
received inputs. 

1 9. The method of claim 1 0 wherein the listing is created and transmitted automatically 

20. A system for automatically retrieving and playing multimedia files, comprising: 
a network access interface through which access to a data network may be attained; 

a scheduler configured to search a plurality of distinct websites for a multimedia file, obtain 
a schedule of availability of said multimedia file, categorize said multimedia file and create a first 
list containing information about said multimedia file; 

a selection interlace in communication with said scheduler which provides for presentation 
of said first list to a user, and is configured to receive and process user inputs for accessing 
multimedia files from said website and compile a user download schedule; and 

a file download device in communication with said selection interface, which, based on said 
user download schedule, automatically accesses said selected multimedia file through said network 
access interface. 
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EX. EVIDENCE APPENDIX 

The Applicant's Declaration submitted Nov. 3, 2003 and associated evidence establishing 
diligence. 
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PATENT APPLICATION 



IN THE UNITED STATES : 

In Re the Application of: 

SRINIVASAN 

Serial No.: 09/517,613 

Filed: MARCH 2, 2000 

Confirmation No.: 4139 

Atty. File No.: 42059-01010 

For: "SYSTEM AND METHOD FOR 
AUTOMATED DOWNLOAD OF 
MULTIMEDIA FILES" 



r AND TRADEMARK OFFICE 
Group Art Unit: 2143 
Examiner: DAVE) E. ENGLAND 




DECLARATION UNDER 37 CFR 1.131 

MAIL STOP: RCE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313 

Dear Sir: 

1 . I, Kenneth J. Johnson, PTO Registration No. 36,834, am the Patent Attorney who 
received instructions from our client's predecessor, U.S. West Communications, Inc., to 
prepare and file a U.S. Patent Application entitled, "SYSTEM AND. METHOD FOR 
AUTOMATED DOWNLOAD OF MULTIMEDIA FILES" and invented by Thiru Srinivasan. 



2. This matter was designated by U.S. West Communications, Inc. as Docket No. 
1642 and by my previous law firm, Holme Roberts & Ower. LLP as Matter No. 42059-01010. 



3 . This matter has been transferred to and is being handled my new law firm, Marsh 
Fischmanr. & Breyfogle LLP, under the same Matter No. 42059-01010. 

4. In 1999, while at Holme Roberts & Owen LLP, I received an invention disclosure 
from the U.S. West Communications* Law Department for this invention, which was entitled 
at that time, "WEB AUDIO/VIDEO GUIDE." See Attachment at Tab 1 . 

5. I prepared a patent application based on this invention and on December 28, 1999, 
prior to the January 24, 2000 provisional filing relating to the Eyal patent (USPN 6,389,467), 1 
mailed a cover letter attaching a draft of a patent application on our client's invention to the 
inventor, Thiru Srinivasan, based on his earlier-received invention disclosure. See Attachment 
atTab2. 

6. Sometime in January or early February, 2000, 1 received feedback from the 
inventor, and based thereon, made certain corrections to the first draft of the patent application. 

7. On February 9, 2000, 1 submitted to the Word Processing Department of Holme 
Roberts & Owen LLP corrections to the patent application along with a Word Processing Work 
Request Form, in order to have the application revised accordingly. See Attachment at Tab 3. 

8.. ■ I arranged to have formal documents .prepared for signature by the inventor, and on - 
February 21, 2000, 1 mailed a cover letter to the inventor along with a final draft of the patent, 
application and the formal documents for his signature. See Attachment at Tab 4. 
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9. Subsequently, I received the signed formal documents back from the inventor, - 
evidencing his execution of these documents on February 28, 2000. See Attachment at Tab 5. 

10. On March 2. 2000, 1 filed the patent application and formal documents with the 
U.S. Patent and Trademark Office, and the application was assigned U.S. Pat. App. No. 
09/517,613. 

1 1 . The undersigned Patent Attorney acknowledges that willful false statements and the 
like are punishable by fine or imprisonment, or both (18 U.S.C. 1001) and may jeopardize the 
validity of the application or any patent issuing thereon. All statements made of the 
undersigned's own knowledge are true and all statements made on information and belief are 
believed to be true. 

This Declaration is signed by the undersigned Patent Attorney on the date reflected 



Respectfully submitted, 



MARSH FI5CHMANN & BREYFOGLE LLP 




Registration No. $6,834 
3151 South Vaughn Way, Suite 411 
Aurora, Colorado 800 1 4 
(303) 338-0997 



Date: November 3, 2003 



MAR 1 1 1999 

US WEST LAW OS 



INVENTION DISCLOSURE 



DIRECTIONS 

Complete EVERY ITEM. If any item is not applicable or unknown, please indicate 



o witnesses (Item 15) and y 



Send the completed, ORIGINAL form to the U S WEST Law Department - Intellectual Property 
. Group, 7800 East Orchard Road, Suite 490, Englewood, CO 80111. You may FAX the form (FAX 
No. 303-793-6563), but please also send the original. If you have any questions, contact the Law 
Department at 303-793-6276 or 303-796-6030. 

This document is available in electronic form on the file server at US WEST Advanced 
Technologies, Inc. or in hard copy form from the Law Department. A sample completed form is 
also available from the Law Department 



(1) Invention Title. Give a short (10 words of less) descriptive title of the invention. 
Web Audio/Video Guide. 

(2) Invention Summary. State what you regard as the key invention concept (30 words of 
less). 

A method and system that allows Internet users to receive the Web Audio/Video Guide and to 
program the desktops to view the desired programs at the designated times. 

(3) Purpose and Problems Solved. Briefly state why the. invention was developed, what 
problems it solves and the advantages it has over existing product or processes. 

The invention.was developed for the following reasons: 
• To promote E-commerce. 
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• To increase traffic to web sites selling products and services. 

• To avoid the burden on the user to visit each web site to know what the programming 
' schedule looks like for the week. 

• To organize audio and video programming from different web sites. 

• To standardize the publication of a Web Audio/Video Guide. 

• To receive the Web Audio/Video Guide based on categories of interest to the user. Examples 
of categories of interest include concerts, auctions, distance learning, beauty contest, home 
shopping, congressional debate, merger and strategic alliance announcements, local news, 
financial news, political news, general news, sports news, movies, dramas, science fictions, 
music, talk shows, sports, conference call after an earnings announcement, stockholders 
meeting, and life-threatening surgeries. 

• To help the user program the desktop and to view the program of interest at the designated 
date and rime. 

The following problems are found to exist with the available products/services; 

' 1. Millions of households receive the paperback edition of the TV Guide every Sunday as part of 
the newspaper. If a user is interested in a particular program, then he/she has to make a note of 
the date and time the program will be broadcast, and be present to watch the program via a TV. 
Alternatively, he/she may program a VCR to record the program for viewing at later time. The 
TV Guide does not list programs broadcast by a particular channel by categories such as movie, 
drama, news, cartoon, sports, and wildlife, although there are specialized channels for some of 
the categories (for example, ESPN for sports, Cartoon Network, and HBO for movies). 

2. Electronic TV Guide I www.tviruide.com1 is available on a particular channel broadcast by cable 
TV operators where the program listing of various channels scrolls by on the TV screen. The 
listing pertains to programs offered by different channels for a given day. Again, the user needs 
to keep a watch on the listing in order to select the program of interest or program the VCR for 
viewing at a later time. 

3. There are sophisticated Remote Controls available in the market that will help the user select a 
particular program by clicking on a burton (for example, activating a pay-per-view program) that 
will take him/her right to the channel that broadcasts the program. Again, the user needs to keep 
a close watch on the listing that scrolls by on the TV screen. 

The following advantages may be found with the system described in this invention disclosure: 
Page 2 
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• There are many web sites that deal with both audio and video broadcasts. Typically, there 
are no guides available that list the programs for audio broadcasts. The Web Audio/Video 
Guide will be a one-stop source for all types of broadcasts. 

• Today, more and more events are carried either live or pre-recorded on Hie Internet. This 
invention will present a comprehensive listing of all programs. 

• A centralized web site where all users can go to receive a copy of the Web Audio/Video 
Guide. 

• The user receives, on a weekly-basis and in an automated fashion, either a portion of or a 
complete copy of the Web Audio/Video Guide, based on his/her pre-configured selection of 
categories. 

• As and when more categories of programs are added by the broadcasters, the users are given 
an option to add those new categories of interest to their configuration profiles. 

• The user cari view the received Web Audio/Video Guide and program the desktop to receive 
the broadcasts of interest in an automated fashion at the designated date and time. 

(4) Description. Describe the invention and/or attach a description, drawing(s) , flow chart(s) 
and/ or diagram(s), if available. 

It is recommended that each web site (such as www.livebid.com, www.hollywood.com, 
www.cartoonnetwork.com, www.dell.com, www.uswest.com, www.abcnews.com, 

only Hyper-Text Markup Language (HTML) file, called the SCHEDULE file, according to the 
format shown in APPENDIX 1 . 

The SCHEDULE file may then automatically be transferred using the File Transfer Protocol (FTP) 
to a centralized site like www.uswest.com. On a weekly basis (say, midnight Sunday), the 
centralized web site will receive SCHEDULE files from each of the web sites. A piece of software 
running at the centralized web site will organize the data received from the web sites, by 
category, into another read-only HTML file, referred herein as the Web Audio/Video Guide. 
The Web Audio/Video Guide is a consolidated representation of the program listing from the 
Internet and is available for download by the desktop users. As there is a growing desire to 
create more categories of programs from the broadcasters, it is necessary that the users be able to 
update their profile of interest. In order to achieve this capability, the centralized web site will, 
on a weekly basis, update a file called CATEGORY that contains all the categories, of programs 
broadcast by the different web sites till date. 
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A browser plug-in, called PROGRAM RECEIVER, running in the background of the desktop, 
will request (on a weekly basis, say, Sunday morning at 6 AM), based on the user's preference for 
the different categories, a copy or portion of the Web Audio/Video Guide. The request will 
contain a list of the pre-configured categories of interest (done via a menu option called 
CATEGORY INTEREST at the time of installation of the plug-in. This menu option will present 
a list of categories to start with and the list would periodically be updated as explained below) to 



The response received from the centralized web site will consist of two parts. The first part is the 
CATEGORY file that will be stored in the desktop and will help the user update the list of the 
pre-configured categories of interest whenever he/she desired. This is done via the menu option 
CATEGORY ..INTEREST . The second part is either a portion of or a copy of the entire Web 
Audio/Video Guide. The second part will be stored by the desktop in a file called the 
PROGRAM_GUIDE, along with two selection buttons for each program. One for storing the 
program for viewing at a later time (Oracle Video Client allows this feature) and the other for 
viewing the program in real-time at the specified date and time. 

The plug-in will, through a message display on the desktop, notify the user of the receipt of the 
PROGRArvCGUIDE when he/she opens the web browser. The notification will cease after the 
user selects the programs of interest for viewing until such time as a new PROGRAM.GUTDE 
appears in the desktop a week later. 

The user then may access the FROGRAM_GUIDE (done via a menu option in the plug-in) and 
select the programs of interest either for storing the program in the desktop for viewing at a later 
time or for viewing the program in real-time at the specified date and tune. If a pre-recorded 
program is selected for viewing, the plug-in will request a date and time to be selected by the 
user. The plug-in will resolve any conflicts in the selection of programs that may overlap in time. 
Once the user saves the PROGKAM_GUIDE, the plug-in will prepare a list of upcoming 
programs to be watched by the user. The plug-in will ensure that not more than one program 
may be saved (For example, a movie may take 3 to 5 GB of storage on the hard drive of the 

When the appropriate time arrives, the plug-in will launch a request to the corresponding web 
site'that will broadcast the program. At the same time, the player [Oracle Video Client - a full- 
roa'on, full-screen video player that works in conjunction with Oracle Video Server, Real Player 
om Real Networks,. Inc. Presents only a viewing area of S by 5'), or Media Player (from 
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Microsoft, Inc. Presents only a viewing area of 5' by 5')] will be launched to receive the program 
on the desktop. If the program is to be saved on the hard drive for viewing at a later time, then 
the player will be launched in the background. When the user is ready to watch it at a leisure 
time, he/she may select a menu option in the plug-in that will launch the player and start playing 
the p rograrrt from the hard drive. 

If the program is to be viewed in real-time, then the system also may alert the .user as to the start 
of the program, by sending either a e-mail or a page via the Internet 



) Business Area. Check the business area that best fits your invention. 

I ] Network Services [ ] Multimedia/ Video [ J Speech Recognition 

[ ] Network Operations [ ] Digital Signal Processing [ ] Voice Messaging 

[ ] AIN [ ] Wireless [ ] ISDN 

[ ] Info. Management [ ] Broadband [_XJ Other: 



(6) Responsible U S WEST Entity. Provide the name of the U S WEST Division/Subsidiary 
having responsibility for the invention. This is usually the organization in which the 
inventor (or majority of inventors) is employed. 

I.T./US WEST, Inc. 

(7) US WEST Project Name or No. 

a. Under what U S WEST project name or number was work done which resulted in the 
invention? 

Loop Qualification database. 

b. If the project was funded by organizationfs) other than the responsible organization 
in Item 6 above, please name that organizationfs). 



February 2, 1999. 

(9) Prototype or Model. Has a prototype/ m( 



No. 

(10) Related Items. Are there any existing products, processes, patents or U S WEST invention 
disclosures similar or which may relate to the invention? If so, please list them. 

. TV Guide. 

. Systems such as Oracle Video Clients and VCRs allow users to store video and watch the 
programs at a later time. 

• Set-top-boxes with the aid of a remote control allow users to select a particular program from 
a program listing for instant viewing. 

{11) Sale or Public Use. Has this invention been sold, offered for sale or publicly used {field 
trial, etc.) or is such sale or use anticipated? If so, please supply actual or anticipated dates. 

No. 

(12) Publication or Disclosure. Has the invention been disclosed in a publication or disclosed 
to anyone outside U S WEST or is such disclosure or publication anticipated? If so, supply 
actual or anticipated dales. 

No. ■ 

(13) Commercial Value. Briefly outline the potential commercial value of the invention (e.g., 
likelihood of use by others, licensing potential, etc.). 

The invention will play a major role in E-commerce because it acts as a vehicle to attract users to 
different sites where the sellers can showcase their products and services. In addition, with the 
widespread introduction of Digital Subscriber Loop (xDSL) and cable modem technologies now 
under way, users will be able to receive high-speed video on their desktops. The explosive use of 
the Internet for audio and video broadcasts is driving users to look for a standard way of 
organizing the program listing in a manner that is usable. The convergence of PC and TV (i.e. 
interactive TV) demands the use of the Web Audio/Video Guide to simplify the programming 
and viewing of the content broadcast by the service providers. It is a reasonable expectation of 
both Microsoft, Inc. and Real Networks, Inc. to upgrade the respective "players" in the future to 
be able to play full-screen video broadcasts as their main competitor, Oracle, Inc., already has a 
player (i.e. Oracle Video Client) that can play full-screen video. 
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(14) INVENTOR SIGNATURES 



First Inventor 
(print first. ML test) 


THIRU SRINIVASAN 


[ Citizenship | INDIA 


Home Address 


9675 S. RED OAKES PLACE, HIGHLANDS RANCH, CO S0126 


USWSubsidiary/Div. 


LT. 


Work Address 


6892 S. yOSEMJTE CT„ ENGLEWOOD, CO 80110 


Work Phone 


303-689-1616 1 Fay 1 303-689-1 hT> 


Signature 




(15) WITNESS SIGNATURES 
Read and understood: 


Witness #1 (print name 


j MADHURI KOLHATKAR 




Sienahirp 








Witness #2 (print name 


| MARGARITA KOTS 






1 a^f-Tr^ in.* 


\C3/ 43/41 


(16) SUPERVISOR SIGNATURE 


Supervisor (print name 


| PETtffeHNIG 




LSignaims 




1 ciM/my 
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Holme Roberts & Owen up 



December 28, 1999 



TMru Srinivasan - - 
9675 South Red Oakes Place 
Highlands Ranch, Colorado 80126 



Re: "SYSTEM AND METHOD FOR AUTOMATED DOWNLOAD OF 
MULTIMEDIA FILES" 
OurFileNo.: 42059-01010 
US WEST Docket No.: 1642 



%rM' J im<r'''" DearThiru: 

jofimofc@liro.mm ■ 

Enclosed is a draft of the above-identified patent application for your review. 
Please review the this application to assure that it properly and accurately 
describes the invention as originally disclosed in your Invention Disclosure 
Sheet Please make your changes on the enclosed copy and when you are 
finished please call me at 866-0639 so we may discuss this application further. 

While reviewing the application, keep in mind that the claims must particularly 
point out and distinctly claim the subject matter of the invention, so it is 
noo Lincoln Street important that you review them very carefully. The claims attempt to cover the 
Sane 4100 invention in its broadest aspects and also more specifically. The broadest claims 

Demer. Colorado should represent only the essential features of the invention. Review these claims 
so-03 4541 f oc element which could be eliminated without Iosine the essence of the 

Tel (303)861-7000 . ' _ jvcr . j i--.j-.i_ 

Fax (303)366- (fW invention. The remaining claims, m different degrees, are more limited, i.e.. they 
www.hro.a,m. contain additional elements. Check for limitations which are completely 

unrelated to the inventive concept, as well as additional limitations which should 
sITzLfeOcr be included. 

Colorado Springs Please remember that this application is Confidential and Proprietary and must 
London " be treated accordingly. It should be secured at night and adequately protected 



Holme Roberts & Owen lip 



Third Srinivasan 
December 28, 1999 
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If you have any questions please do not hesitate to contact me. 




Kenneth J. Johnson 
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Holme Roberts & Owen hp 



February 21, 2000 




Thiru Srinivasan 

9675 South Red Oakes Place 

Highlands Ranch, CO 80126 

Re: "SYSTEM AND METHOD FOR AUTOMATED DOWNLOAD OF 
MULTIMEDIA FILES" 
Our File No.: 42059-01010 
US WEST Docket No.: 1642 

Dear Thiru: 

Enclosed is the above-identified patent application for your review. Please 
review the application to assure that it properly and accurately describes the 
invention as originally disclosed in your Invention Disclosure Sheet. Please 
make your changes (if any) on the enclosed application and when you are 
finished, please call me at 866-0639 so we may discuss this application further. 

While reviewing the application, keep in mind that the claims must particularly 
point out and distinctly claim the subject matter of the invention, so it is 
imDorcam mai vou review them very carefully. The claims attempt to cover the 
invention in its broadest aspects and also more specifically. The broadest claims 
should represent only the essential features of the invention. Review these claims 
for any element which could be eliminated without losing the essence of the 
invention. Tue remaining claims, in different degrees, are more limited, i.e., they 
contain additional elements. Check for limitations which are completely 
unrelated to the inventive concept, as well as additional limitations which should 
oe inciuaea. 

I am enclosing along with this application, the Declaration and Assignment for 
your execution if there are no further revisions to the application. As always, 
please execute where indicated and have a notary sign the Assignment. 

Please remember that this application is Confidential and Proprietary and must 
be treated accordingly. It should be secured at night and adequately protected 
during the day. 



Holme Roberts & Owen up 



Thini Srinivasan 

February 21,2000 : 
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I have enclosed a self- addressed stamped envelope for your convenience. If you 

have any questions please do not hesitate to contact me. 




Kenneth J. Johnson 



Enclosures 



Atty. Docket No. 1642 (42059-01010) 




Attorney Docket: 1642 (42059-01010) 



ASSIGNMENT 



For the sum of One Dollar (SI. 00) and other good and valuable consideration, receipt of 
which is hereby acknowledged, I, Thin: Srinivasan. of 9675 South Red Oakes Place. Highlands 
Ranch. Colorado 80126. do hereby assign, sell and set over, to TJ S WEST, Inc., a corporation 
organized and existing under the laws of the State of Delaware, having a piace of business at 1801 
California Street, Denver, Colorado 80202, hereinafter referred to as the ASSIGNEE, its successors, 
assigns or other legal representatives, the entire right, title and interest, domestic and foreign, in and 
to the inventions and discoveries in: 

"SYSTEM AND METHOD FORAUTOMATED DOWNLOAD OF MULTIMEDIA JILES" 

set„forth in the application for United States Letters Patent, executed by me on the 2$^ day of 
ri&ivjw, 2000, including the right of said ASSIGNEE, its successors,, assigns or other 
legal representatives to make applications and to receive Letters Patent for said inventions and 
discoveries in any and all foreign countries in its or their own name or names, or in my name, at its 
or their election, and 1 hereby assign, sell and set over to said ASSIGNEE, its successors, assigns 
or other legal representatives, all rights or priority in and to said inventions and discoveries in all 
countries. 

And I hereby agree for myself, heirs, successors, assigns or other legal representatives to 
execute any and all papers, including applications for Letters Patent of any and a!! kinds and in any 
and all countries, and to perform any and all acts which said ASSIGNEE, its successors, assigns or 
■ other legal representatives may deem necessary to secure thereto the rights herein assigned, soldand 



AndT hereby represent and warrant that I have not granted any rights inconsistent with the 
rights granted herein. 



STATE OF COLORADO ) 

COUNTY OF Dl"02.^ > 

On this f^Siay of F~e bruit-r^ . 2000, personally appeared before me Thiru Srinivasan . 
to me known to be the person named in aiid who executed the above instrument, and acknowledged 
that he executed the same for the uses and purposes therein mentioned. 





Thiru Srinivasan 



(SEAL) 




My Commis 



My Commission Expires October 8, 2003 
>ion expires: 



X. RELATED PROCEEDINGS APPENDIX 



22 



XI. CONCLUSION 

Based upon the foregoing, Appellant respectfully requests the Board to reverse the 
Examiner's §102(e) and § 103(a) rejections of all pending claims and to pass the above-identified 
patent application to issuance. 



Respectfully submitted, 

MARSH HSCHMANN & BREYFOGLE LLP 



By: /GREGORY T. FETTIG/ 
Gregory T. Fettig 
Registration No. 50,843 
3151 South Vaughn Way, Suite 411 
Aurora, Colorado 80014 
Date: October 11.2006 (720) 562-5509 
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APPENDIX A 
A copy of U.S. Patent No. 6,248,946 issued to Dwek. 
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